TH'S OPINION WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore MElI STER, FRANKFORT, and NASE, Adm nistrative Patent

Judges.
NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 2, 5 through 8, 11 and 12. d aim 13 has

been wi t hdrawn from consi derati on under 37 CFR 8 1.142(b) as

! Application for patent filed July 29, 1996. According
to the request for filing a patent application under 37 CFR 8§
1.60 (Paper No. 2, filed July 29, 1996), the application is a
conti nuation of Application No. 08/394, 498, filed February 27,
1995, now U. S. Patent No. 5,539, 939.
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bei ng drawn to a nonelected invention. Cains 1, 3, 4, 9 and

10 have been cancel ed.

W REVERSE
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BACKGROUND

The appellant's invention relates to a bath chair. An
under st andi ng of the invention can be derived froma reading
of exenplary claim8, which appears in the appendix to the

appel lant's bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Raeder 3, 364, 504 Jan. 23,
1968
Har mony, |11 4,074, 370 Feb. 21, 1978
St evens Des. 330, 461 Cect. 27, 1992
Eder 4,113, 1052 Cct. 29,
1992

( Ger many)

The cl ains on appeal stand rejected under 35 U . S.C. § 103
on the follow ng grounds:
(1) dainms 5 through 8, 11 and 12 as bei ng unpat ent abl e over

Raeder in view of Harnony;

2 |n determning the teachings of Eder, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.
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(2) Caim2 as being unpatentabl e over Raeder in view of
Har nrony and Eder; and
(3) dainms 2, 5 through 8, 11 and 12 as bei ng unpat ent abl e

over Stevens in view of Raeder

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 15, nmmiled May 28, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 14, filed April 27, 1998) for the appellant's

argunent s thereagainst.?

OPI NI ON
Initially we note that the issues (G, (H and (1) as set
forth and argued on pages 5 and 8-10 of the appellant's brief

relate to petitionable matters and not to appeal able matters.

® Since the other ground of rejection (i.e., the rejection
of claim 11 under 35 U S.C. 8§ 112, second paragraph) set forth
in the final rejection (Paper No. 9, mailed Cctober 20, 1997)
was not set forth in the exam ner's answer we assune that this
ot her ground of rejection has been wthdrawn by the exam ner.
See Ex parte Emm 118 USPQ 180, 181 (Bd. App. 1957).
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See Manual of Patent Exam ning Procedure (MPEP) 8§ 1002 and

1201. Accordingly, we will not review these issues.

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 2, 5 through 8,
11 and 12 under 35 U. S.C. § 103. CQur reasoning for this

determ nati on foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsSPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that woul d

have | ed one of ordinary skill in the art to conbine the
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rel evant teachings of the references to arrive at the clained

invention. See Inre Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

Rejections (1) and (2)

W will not sustain the rejection of clains 5 through 8,
11 and 12 under 35 U . S.C. § 103 as bei ng unpat entabl e over
Raeder in view of Harnony. Likewi se, we will not sustain the
rejection of claim2 under 35 U.S.C. 8 103 as being

unpat ent abl e over Raeder in view of Harnony and Eder.

It is our opinion that even if the bathtub of Raeder were
provided with a backrest as taught by Harnony's backrest 60
and ridges as taught by Eder's ridges 24, one would not have
arrived at the clainmed invention. 1In that regard, we agree
with the appellant's argunent (brief, pp. 6-7) that the
cl ai med broad, planar, unobstructed platform portion capable
of confortably supporting the buttocks of the bather when
seated thereon as recited in independent clains 8 and 11 is

not readable on termnal portion 11 of Raeder's bathtub 3.
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Additionally, the nodified device of Raeder would still be a
bat ht ub and t hus woul d not be readable on being "a bath chair”

as recited in the clains under appeal.

Since all the limtations of the clains under appeal are
not suggested by the applied prior art for the reasons set
forth above, the decision of the exam ner to reject clains 2,

5 through 8, 11 and 12 under 35 U.S.C. 8§ 103 is reversed.
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Rej ection (3)
W will not sustain the rejection of clains 2, 5 through
8, 11 and 12 under 35 U. S.C. 8 103 as bei ng unpat entabl e over

Stevens in view of Raeder.

It is our opinion that even if the bathing chair of
Stevens were provided with a forward term nal portion as
suggested by Raeder's forward term nal portion 11, one would
not have arrived at the clained invention. |In that regard, we
agree with the appellant's argunment (brief, p. 8) that the
cl ai med broad, planar, unobstructed platformportion capable
of confortably supporting the buttocks of the bather when
seated thereon as recited in independent clains 8 and 11 is
not readable on termnal portion 11 of Raeder's bathtub 3.
Additionally, we fail to see any notivation, absent
i mper m ssi bl e hindsight, to have provided the bathing chair of
Stevens with a forward term nal portion as taught by Raeder's

forward term nal portion 11.%

4 The use of such hindsight know edge to support an
obvi ousness rejection under 35 U S.C. 8 103 is, of course,
i mperm ssible. See, for exanple, W L. Gore and Associ ates,
(continued. . .)
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Since all the limtations of the clains under appeal are
not suggested by the applied prior art for the reasons set
forth above, the decision of the examner to reject clains 2,

5 through 8, 11 and 12 under 35 U.S.C. 8§ 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2, 5 through 8, 11 and 12 under 35 U.S.C. § 103 is

rever sed.

4C...continued)
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cir. 1983), cert. denied, 469 U. S. 851 (1984).
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REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M MEl STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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